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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM. 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 
• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 

Status 

1 )|3 Responsive to communication(s) file(j on 23 July 2003 . 
2a)D This action is FINAL. 2b)l3 This action is non-final. , . ... 

3) n Since this application is in condition for allowance except for fonnal matters, prosecution as.to.the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 . 453 O.G . 213. 

Disposition of Ciainns ; ' 

4) M Claim(s) 1^4 is/are pending In the application. 
4a) Of the above claim(s) 



is/are withdrawn from consideration. 

5) M Claim(s) 1 and 2 is/are allowed. . ■■ . . -r. ^/i^^iTv:/^:^ rpru^ 

6) 12 Claim(s) 3 and 4 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8)0 Claim(s) are subject to restriction and/or election requireiiiipiht: 



Application Papers 



9)0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet{s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action orfonn PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (0- 
a)nAII b)n Some*c)n Noneof: - ■ • • 

Certified copies of the priority documents have been received. 
Certified copies of the priority documents have been received in Application, No, 



ID 

2.n 

30 



Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) n Acknowledgment is made of a claim for domestic priority under i35 UIS.C. §1 i9(e) :(t'o a provisionaTapplication) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 



Attachment(s) 

1) S Notice of References Cited (PTO-892) 

2) EH Notice of Draflsperson's Patent Drawing Review (PTO-948) 

3) n Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 



4) n Interview Summary (PTO-413) Paper No(s). 

5) n Notice of Informal Patent Application (PTO-152) 

6) □ Other: 
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Part of Paper No. 6 
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Applicant's election with traverse of the species of Fig's. 6-7 is 
acknowledged. Because of required separate searches, the 
restriction is made final. 

Applicant is reminded that if the amendment of any claims 
results in a change of the species they read upon, that is required to 
he indicated. In addition, if any new claims are added, it is required 

that the applicant indicate which of them read on the elected species. 

Page 2 

Failure to do so will result in a holding of nonresponsiveness. 



The following is a quotation of the appropna:te paragfiapns of 
35 U.S.C. § 102 that form the basis for tlie rejections under this 
section made in this Office action: 

A person shall be entitled to a patent unMss'-''^'"" '^^'^••^ dcams 

(a) the invention was patented or described /in g^rprint^^d^^^^^^^ 

this or a foreign country or in public use or on sale in this couhtiy, more 

than one year prior to the date of application for patentvih .thejUivited? ed 

States. 

■ ■ /'.-•/•.'/•; on the electf-ui species. 



Claims 3-4 are rejected under 35 U.S.C. § 102(a), as being 
anticipated by Webb et al. The examiner fiHds'laLire^imieci' §€bjfe6t 
matter to be present. 

See Fig. 3. 

As to the process limitation[s] "rolUn^-jcauUdng^^ 
following: in'Vi'iis o>ni;h%"mo're 



1-!... 



When the prior art discloses a product '^'<<'^ 
which reasonably appears to be either i^entipal . 



Application/Control Number: 10/084,187 
Art Unit: 3682 



with or only slightly different than a prp,d;uct 
claimed in a product- by- process claim, a ; t ] 
rejection based ... on ... 35 U.S.C. [102 or 103] 
... of the statute is appropriate. As a practical 
matter, the Patent and Trademark Office is not 
equipped to manufacture products by the 
myriad of processes put before it and then • • 
obtain prior art products and make physical 
comparisons therewith. A lesser burden of 
proof is required to make out a case of prima f 
facie obviousness for product-by-process J" 
claims because of their peculiEir nature than . ^ 
when a product is claimed in the conventional 
fashion. In re Brown, 59 CCPA>1663vk;W3k t 
USPQ 685 (1972); In re Fessmannl 180JUSPQ 
324 (CCPA 1974). 'IC. \ 1 02 or i 03] ' 

See MPEP 706.03(e). - A n > nrarrical 

■■'iw.tf; ivv 'lie ' ' " 

Note also that reference to intermediates product structures 
makes it fairly easy to inadvertently render claim^ indefinite. 
Claims 1-2 are allowed. , 
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Any inquiry of a general nature or relating to the status of this 
application or proceeding should be directed to the receptionist 
whose telephone number is (703) 308-2168. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Lenard A. 
Footland, whose telephone number is (703) 308-2683. 

Fax: 703-872-9326 , , , , , , 




Eenarb ^. Footlanb 

$rtmarj» Cxaminer 
tlecfjnologp Center 3600 
i^rt Qftnit 3682 
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